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DETAILED ACTION 
Remarks 

This Office Action fully acknowledges Applicant's remarks filed on July 20 th , 
2009. Claims 1-17 and 21 are pending. Claims 1-10 have been withdrawn from 
consideration as being drawn to a non-elected invention. 

Election/Restrictions 

Applicant's election without traverse of Group II, claims 11-17, and 21 , in the 
reply filed on July 20 th , 2009 is acknowledged. 

Claim Rejections - 35 USC § 102 

The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(e) the invention was described in (1 ) an application for patent, published under section 1 22(b), by 
another filed in the United States before the invention by the applicant for patent or (2) a patent 
granted on an application for patent by another filed in the United States before the invention by the 
applicant for patent, except that an international application filed under the treaty defined in section 
351(a) shall have the effects for purposes of this subsection of an application filed in the United States 
only if the international application designated the United States and was published under Article 21(2) 
of such treaty in the English language. 

Claims 11-17 and 21 are rejected under 35 U.S.C. 102(e) as being anticipated 
by Van Beuningen et al. (US 2007/0111325), hereafter Van Beuningen. 

The applied reference has a common assignee with the instant application. 
Based upon the earlier effective U.S. filing date of the reference, it constitutes prior art 
under 35 U.S.C. 102(e). This rejection under 35 U.S.C. 102(e) might be overcome 
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either by a showing under 37 CFR 1.132 that any invention disclosed but not claimed in 
the reference was derived from the inventor of this application and is thus not the 
invention "by another," or by an appropriate showing under 37 CFR 1 .131 . 

Van Beuningen discloses a solid porous support having first and second 
surfaces, wherein the support has a plurality of through-going channels (flow-through 
support) (abstract; [0028,01 19]). Van Beuningen also discloses that a superposing 
mask may be superposed onto the support, and the mask may be part of the support, in 
which case the support is compartmentalized by a masking agent applied on the 
support. Van Beuningen discloses that an example of such a masking agent is a latex 
liquid masking film (polymeric material present as in els. 11, 12, & 14) ([0042-0043]). 
Van Beuningen further discloses that the porous support may be in the form of metal 
oxide membranes, such as aluminum oxide ([0116-0121]). Van Beuningen further 
discloses a kit comprising the solid porous support for array analysis (abstract, [0147]). 

Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

The factual inquiries set forth in Graham v. John Deere Co., 383 U.S. 1 , 148 
USPQ 459 (1966), that are applied for establishing a background for determining 
obviousness under 35 U.S.C. 103(a) are summarized as follows: 
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1 . Determining the scope and contents of the prior art. 

2. Ascertaining the differences between the prior art and the claims at issue. 

3. Resolving the level of ordinary skill in the pertinent art. 

4. Considering objective evidence present in the application indicating 
obviousness or nonobviousness. 

Claims 11-13, 15-17, and 21 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over O'Connor et al. (US 2005/0003521), hereafter O'Connor, in view of 
Arnold et al. (6,387,631), hereafter Arnold. 

O'Connor discloses an addressable microarray device which includes a substrate 
(such as an aluminum oxide substrate; [0023]) with first side 14, second side 16 and 
array of microwells 18 extending from the first side to the second side (plurality of 
channels as claimed). O'Connor further discloses that the substrate has porous regions 
20 formed therein (abstract; [001 8-0020+]; fig. 1 ). O'Connor further discloses that the 
array of microwells can be fabricated by masking techniques, and discloses that a mask 
pattern can be applied to an area or surface of the substrate ([0027-0028+]). O'Connor 
further discloses providing a kit for array analysis comprising the support ([0019,0095- 
0097]). 

With regard to claims 1 1 and 13, O'Connor discloses applying a masking 
material to the support and within the channels, but does not specifically discloses that 
the material is a polymeric material comprising an agent affecting the mask properties. 

Arnold discloses polymer coated surfaces for microarray applications in which a 
support is treated with by silylating with an agent having the formula H2N-(CH2)n-SiX3, 
then activating with a cross-linking reagent, followed by reacting with an amine- 
containing polymer. Arnold discloses that the support can be optionally reacted with a 
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crosslinking reagent again. Arnold discloses that the modified support may then be 
used to make microarrays where a plurality of targets are stably associated with the 
support and arranged in a defined manner (abstract; lines 39-67, col. 2). 

It would have been obvious to modify O'Connor to include a polymeric material 
comprising an agent affecting the mask properties such as taught by Arnold, such that 
both O'Connor and Arnold are concerned with microarray analysis and reliable 
immobilization of targets for reactions and assays, and providing such a mask as taught 
by Arnold provides the benefit of yielding a support which may be used to stably 
associate a plurality of targets and also allow such targets to be arranged in a defined 
manner on the support. 

Claim 14 is rejected under 35 U.S.C. 103(a) as being unpatentable over 
O'Connor in view of Arnold as applied to claims 11-13, 1 5-1 7, and 21 above, and further 
in view of Cubicciotti (US 2002/0034757). 

O'Connor/Arnold does not specifically disclose that the polymeric material is a 
latex polymer. 

Cubicciotti discloses single-molecule selection methods for identifying target- 
binding molecules (abstract). Cubicciotti discloses that the attachment surfaces may be 
modified by covalent and noncovalent techniques, and discloses that coating with 
polymers, such as latex, provides to prepare or modify the attachment surface 
([0530,0600]). 
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It would have been obvious to modify O'Connor/Arnold to include the polymer as 
a latex polymer such as taught by Cubicciotti in order to provide a known polymer 
material that provides modify the attachment surface for desired immobilization of the 
elements, and also provides such an attachment surface in which the attachment areas 
would be well-defined and visible. 



Double Patenting 

The nonstatutory double patenting rejection is based on a judicially created 
doctrine grounded in public policy (a policy reflected in the statute) so as to prevent the 
unjustified or improper timewise extension of the "right to exclude" granted by a patent 
and to prevent possible harassment by multiple assignees. A nonstatutory 
obviousness-type double patenting rejection is appropriate where the conflicting claims 
are not identical, but at least one examined application claim is not patentably distinct 
from the reference claim(s) because the examined application claim is either anticipated 
by, or would have been obvious over, the reference claim(s). See, e.g., In re Berg, 140 
F.3d 1428, 46 USPQ2d 1226 (Fed. Cir. 1998); In re Goodman, 11 F.3d 1046, 29 
USPQ2d 2010 (Fed. Cir. 1993); In re Long}, 759 F.2d 887, 225 USPQ 645 (Fed. Cir. 
1985); In re Van Ornum, 686 F.2d 937, 214 USPQ 761 (CCPA 1982); In re Vogel, 422 
F.2d 438, 164 USPQ 619 (CCPA 1970); and In re Thorington, 418 F.2d 528, 163 
USPQ 644 (CCPA 1969). 

A timely filed terminal disclaimer in compliance with 37 CFR 1 .321 (c) or 1 .321 (d) 
may be used to overcome an actual or provisional rejection based on a nonstatutory 
double patenting ground provided the conflicting application or patent either is shown to 
be commonly owned with this application, or claims an invention made as a result of 
activities undertaken within the scope of a joint research agreement. 

Effective January 1, 1994, a registered attorney or agent of record may sign a 
terminal disclaimer. A terminal disclaimer signed by the assignee must fully comply with 
37 CFR 3.73(b). 



Claims 11, 12, and 15-17 are provisionally rejected on the ground of 
nonstatutory obviousness-type double patenting as being unpatentable over claims 31 
and 47-49 of copending Application No. 1 1/662,397. Although the claims are not 
identical, it would have been obvious to modify claim 31 of the 1 1/662,397 Application to 
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utilize the conductive material in a polymeric form, such that conductive polymers are 
well-known and such choice of material is within the scope of the claim. Well-known 
conductive polymers include poly(acetylene)s, poly(pyrrole)s, poly(thiophene)s, 
polyanilines, polythiophenes, poly(p-phenylene sulfide), and poly(para-phenylene 
vinylene)s, for example. 

This is a provisional obviousness-type double patenting rejection. 



Conclusion 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to NEIL TURK whose telephone number is (571)272-8914. 
The examiner can normally be reached on M-F, 9-630. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Jill Warden can be reached on 571-272-1267. The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 



NT 



/Jill Warden/ 

Supervisory Patent Examiner, Art Unit 1797 



